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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 IVIONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from thie mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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2a)|SI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 0,G. 213. 
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4) ^ Claim(s) 1-28 is/are pending in the application. 
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Application Papers 
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10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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Art Unit: 1648 

DETAILED ACTION 

In the amendment submitted April 2, 2004, applicant amended the specification 
on page 6 and page 8. Although applicant does not point to specific support in the 
original disclosure in the "remarks" section, it is noted that support can be found 
throughout the specification, see the second full paragraph on page 2 to line 2 of page 4 
and the first full paragraph on page 5 and the second full paragraph on page 6 for 
example. 

Election/Restrictions 

Apphcant amended claims 1, 2 and added new claims 15-28. Claims 1-28 are 
pending in the application. This application contains claims 9-14 drawn to an invention 
nonelected with traverse in the reply filed on November 4, 2002. Applicant submits that 
the restriction requirement should be withdrawn because it would not be a serious burden 
to examine all of the groups because they are related to one another. Applicant requests a 
rejoinder of the non-elected claims upon allowance of the allowed claims. 

Applicant's arguments have been fully considered, but are found unpersuasive. 
The restriction requirement meets all of the criteria of a proper restriction, including the 
existence of a serious search burden. The serious burden of searching for each of the 
distinct inventions is established by an explanation and reasons for how each invention is 
independent and distinct. A serious search burden is also established by the fact that each 
invention is categorized into separate classifications in the art, indicating divergent 
subject matter. These facts are summarized in the second full paragraph on page 4 of the 
requirement. 
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Applicant's request for a rejoinder upon indication of allowable subject matter has 

been considered. The following is a recitation from paragraph five, "Guidance on 

Treatment of Product and Process Claims in light of /« re Ochiai, In re Brouwer and 35 

U.S.C. §103(br (1184 TMOG 86(March 26, 1996)): 

"However, in the case of an elected product claim, rejoinder will be permitted when a 
product claim is found allowable and the withdrawn process claim depends from or otherwise 
includes all the limitations of an allowed product claim. Withdrawn process claims not commensurate 
in scope with an allowed product claim will not be rejoined." (emphasis added) 

Therefore, in accordance with M.P.E.P. § 821.04 mdin re OchiaU 71 F.3d 1565, 
37 USPQ 1 127 (Fed. Cir. 1995), rejoinder of product claims with process claims 
commensurate in scope with the allowed product claims will occur following a finding 
that the product claims are allowable. However, in the instant case, applicant is not 
entitled to a rejoinder of the claims withdrawn from consideration because applicant 
elected a method and not a product. 

Accordingly, a complete reply to the final rejection must include cancelation of 
nonelected claims or other appropriate action (37 CFR 1.144) See MPEP § 82L01. 
Claims 1-8 and 15-28 are under consideration. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8, 21 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1, 2, 21 and 25 have been amended to specify that the budded baculovirus 
expresses an intracellular organelle membrane bound protein or a non-receptor protein, 
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which are selected from a Ust of proteins. However, some of the proteins hsted are not 
commensurate in scope with the required intracellular organelle membrane bound 
proteins or a non-receptor proteins. The discrepancy between the required type of protein 
and the proteins Usted are proteins involved in adhesion and proteins involved in antigen 
presentation. These proteins are not intracellular organelle membrane bound proteins or 
non-receptor proteins. Therefore, it is unclear which types of proteins applicant intends 
to claim. This rejection also affects claims 3-8. 

Previous rejections made under this paragraph are withdrawn in view of 
applicant's arguments on page 13 of the response. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 and 15-28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Grabherr et al. (Biotechniques. 1997; 22 (4): 730-735, cited previously), Possee 
(Current Opinion in Biotechnology. 1997; 8: 569-572, cited previously) and in further 
view of Nohturefft et al. (PNAS. 1999; 96: 1 1235-1 1240) and Duncan et al. (Journal of 
Biological Chemistry. 1997; 272 (19): 12778-12785). 

Applicant argues that the proteins disclosed in Boublik and Grabherr are cell 
membrane-associated proteins and would be expressed on the surface of a baculovirus. 
Applicant asserts that expressing and recovering intracellular organelle membrane-bound 
proteins on the surface of budded baculoviruses is unexpected. 
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Applicant's arguments have been fully considered, but are found unpersuasive in 
view of the teachings of the prior art cited below. 

The claims have been amended to require a method for preparing and recovering 
a budded baculovirus expressing an intracellular organelle membrane-bound protein or a 
non-receptor protein in an insect cell. The protein is an Endoplasmic Reticulum- 
associated protein, a Golgi Apparatus-associated protein and more specifically SREBP2. 

Duncan et al. teach SREPB-2 control the metabolism of cholesterol and are bound 
to the membrane of the ER, see the abstract and introduction sections. Duncan et al. also 
teach making an SREPB-2/Ras fusion protein to identify a cleavage site within the 
protein, see "Construction of pTK-HSV-BP2-Ras-T7" in the Experimental Procedures. 
Duncan et al. do not specifically teach that SREPBs are transported to the Golgi 
Apparatus. 

However, Nohturefft et al. also teach SREPBs are present in the membrane of the 
ER and are involved in the synthesis of cholesterol and its uptake fi-om plasma 
lipoproteins. Nohturefft et al. teach that in sterol-depleted cells, SCAP escorts SRBP2 to 
the Golgi Apparatus. See the abstract, introduction and the last paragraph of the 
discussion section. 

Neither Duncan et al. nor Nohturefft et al. teach expressing SREPB-2 on the 
surface of a baculovirus. 

However, one of ordinary skill in the art at the time the invention was made 
would have been motivated to express SREPB-2 in a baculovirus system to study the 
protein, see the first full paragraph of the second column on page 570 of Possee or to 
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screen for ligands that may directly interact with SREPB-2, see the first paragraph of the 
introduction section of Grabherr et al. 

Contrary to applicant's assertions, one of ordinary skill in the art at the time the 
invention was made would have had a reasonable expectation of success for expressing 
and recovering a non-receptor protein or an intracellular organelle membrane-bound 
protein, such as SREPB-2, on the surface of budded baculoviruses. Grabherr et al teach 
the specific mechanisms for expressing a protein on the surface of a baculovirus by 
fusing the protein of interest to the entire baculovirus major coat protein gp64, see Ac- 
mars41 and Ac-promars41 in Figure 1 and the first full paragraph of the first column on 
page 734. Possee reviews the teachings of Grabherr et al. in the paragraph bridging the 
columns on page 570 and concludes that any eukaryotic protein can be expressed and 
displayed on the baculovirus surface, see the conclusion on page 57 L Therefore, one of 
ordinary skill in the art at the time the invention was made would have had a reasonable 
expectation of success for expressing and recovering the SREPB-2 protein of Duncan et 
al and Nohturefft et al on the surface of the baculovirus of Grabherr et al. because 
Duncan teach studying SREPB-2 by forming a fusion protein and Grabherr et al. teach 
that expressing proteins on the surface of a baculovirus requires fusing a protein of 
interest to the baculovirus major coat protein, gp64. It would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made to substitute 
the Ras portion of the fusion protein of Duncan et al. for the baculovirus gp64 protein of 
Grabherr et al. to express SREPB-2 on the surface of a baculovirus, since, according to 
Possee, any eukaryotic protein can be expressed and displayed on the surface of a 
baculovirus in light of the teachings of Grabherr et al. Applicant has not provided any 
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evidence of unexpected results. Therefore, the invention as a whole would have been 
prima facie obvious to one of ordinary skill in the art at the time the invention was made, 
absent unexpected results to the contrary. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. M the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated fi-om the mailing date of the 
advisory action, hi no event, however, will the statutory period for reply expire later than 
SIX MONTHS fi:om the date of this final action. 

Any inquiry concerning this communication or earher commxmications fi-om the 
examiner should be directed to Shanon Foley whose telephone number is (571) 272- 
0898. The examiner can normally be reached on M-F 9:30 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, James Housel can be reached on (571) 272-0902. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




